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DETAILED ACTION 



Status of Application 

Applicants' arguments/remarl^s and amendments filed on October 7, 2008, have 

been carefully considered. Claims 1-13 are pending in this application, with Claims 6- 
13 added. Claims 1-13 have been examined. 



Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

1 . Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gould {materialstoday). 

2. With regard to Claims 1-9, Gould discloses nanocomposite fibrils produced when 
a polymer solution containing nanoparticles and spider silk protein undergo electrostatic 
spinning. Gould further discloses altering the electronic, magnetic, biological, and 
structural functions of the nanocomposite fibers via utilization of different types and 
amounts of nanoparticles (Gould, p. 47, 5"^ paragraph). Gould further teaches spider 
silk useful in biomedical (Gould, p. 42, 1®' paragraph; p. 45, 3"^ paragraph) and ballistic 
protection (Gould, p. 42, 1®' paragraph; p. 46, 1®' paragraph) applications. 

3. Gould does not explicitly disclose carbon nanotubes (Claim 1); 1 % to about 10% 
by weight carbon nanotube and 8% to about 20% by weight of the spider silk or 
silkworm silk (Claim 6). However, carbon nanotubes are a well-known nanoparticle in 
the art, and it would have been obvious to one of ordinary skill in the art to modify the 
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nanoparticle taught by Gould with carbon nanotubes because one of ordinary skill in the 
art could have pursued the known potential nanoparticle options within his or her 
technical grasp with a reasonable expectation of success. Further, with regard to the 
carbon nanotube and spider or silkworm silk weight percentage range of Claim 6, an 
expected component amount is a result effective variable since one of ordinary skill in 
the art would expect different properties in the product as such amount varies. Since 
the component amount is a result effective variable, it is within the ordinary skill of one 
of ordinary skill in the art to develop a suitable carbon nanotube and spider or silkworm 
silk weight percentage. In re Boesch . 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

4. Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gould {materialstoday) in view of Smalley et al. (US 2003/01 701 66 A1 ). 

5. With regard to Claims 10-13, Gould discloses nanocomposite fibrils produced 
when a polymer solution containing nanoparticles and spider silk protein undergo 
electrostatic spinning. Gould further discloses altering the electronic, magnetic, 
biological, and structural functions of the nanocomposite fibers via utilization of different 
types and amounts of nanoparticles (Gould, p. 47, 5*" paragraph). Gould further 
teaches spider silk useful in biomedical (Gould, p. 42, 1^' paragraph; p. 45, 3'"'^ 
paragraph) and ballistic protection (Gould, p. 42, 1^' paragraph; p. 46, 1^' paragraph) 
applications. 

6. Gould does not explicitly disclose carbon nanotubes (Claim 10); or a surfactant 
or dispersion agent (Claim 10). 
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7. With regard to Claim 10, carbon nanotubes are a well-known nanoparticle in tlie 
art, and it would have been obvious to one of ordinary skill in the art to modify the 
nanoparticle taught by Gould with carbon nanotubes because one of ordinary skill in the 
art could have pursued the known potential nanoparticle options within his or her 
technical grasp with a reasonable expectation of success. 

8. With regard to Claim 10, Smalley discloses surfactants and dispersing agents 
used in the dispersion of carbon nanotubes in polymeric materials (Smalley, p. 6, 0045). 

9. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art with the surfactant/dispersion agent of 
Smalley because one of ordinary skill in the art could have pursued the known potential 
options for maximizing process efficiency within his or her technical grasp with a 
reasonable expectation of success. 

10. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US 6,126,888) in view of Applicants' admitted prior art. 

1 1 . With regard to Claim 1 , Goldstein discloses a fiber yarn may be prepared by 
mixing organic fibers such as rayon, silk, and KEVLAR with carbon nanotubes to form a 
composite yarn or fiber (Goldstein, c. 5, 1. 33-36). 

12. Goldstein does not explicitly disclose spider or silkworm silk (Claim 1 ) or a blast 
or ballistic protection device (Claim 4). 



Application/Control Number: 10/577,709 Page 5 

Art Unit: 1793 

13. With regard to Claim 1, spider silk is a well-known high strength silk in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

14. With regard to Claim 4, blast or ballistic protection devices are merely known 

uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 

1 5. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Goldstein with the spider silk and intended use of Applicants' 
admitted prior art because one of ordinary skill in the art could have pursued the known 
potential fibers and intended uses within his or her technical grasp with a reasonable 
expectation of success. 

16. Claims 3 and 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US 6,126,888) in view of Applicants' admitted prior art as applied to Claim 1 
above, and further in view of Smalley et al. (US 2003/0170166 A1). 

1 7. The aforementioned applied art does not explicitly disclose a biomedical device 
(Claim 3) or an electroconducting fiber (Claim 5). 

18. With regard to Claim 3, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the carbon nanotube 
composite materials can be applied in biologically-compatible devices that are 
implanted into living organisms (Smalley, p. 6, 0047). 
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1 9. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art for use in the biomedical device of 
Smalley because one of ordinary skill in the art could have pursued the known potential 
intended uses within his or her technical grasp with a reasonable expectation of 

success. 

20. With regard to Claim 5, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the "intrinsic electronic 
properties" of the carbon nanotubes make them electrical conductors (Smalley, p. 1, 
0006; p. 7, 0047-0048). 

21 . Thus, the electroconductivity as taught by Smalley present in the composite fiber 
of the aforementioned prior art would have been obvious to one of ordinary skill in the 
art. 

22. Claims 1 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicants' admitted prior art. 

23. With regard to Claim 1 , Glatkowski discloses the formation of composite fibers 
containing carbon nanotubes and crystalline polymeric materials including natural and 
synthetic polymers, as well as polymeric materials of plant, animal, or microbial origin 
(Glatkowski, c. 3, 1. 5-57 and 62-67; c. 4, 1. 1-2). Glatkowski further teaches the 
composites may be formed into fibers via conventional processing methods (c. 4, 1. 19- 
22). 
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24. Glatkowski does not explicitly disclose spider or silkworm silk (Claim 1) or a blast 
or ballistic protection device (Claim 4). 

25. With regard to Claim 1, spider silk is a crystalline polymeric material of animal 
origin. Further, spider silk is a well-known high strength polymeric material in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

26. With regard to Claim 4, blast or ballistic protection devices are merely known 
uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 

27. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Glatkowski with the spider silk and intended use of Applicants' 

admitted prior art because one of ordinary skill in the art could have pursued the known 
potential fibers and intended uses within his or her technical grasp with a reasonable 
expectation of success. 

28. Claims 2 and 5 are rejected under 35 U.S.G. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicants' admitted prior art as applied 
to Claim 1 above, and further in view of Senecal et al. (US 2001/0045547 Al ). 

29. The aforementioned prior art does not explicitly disclose electrospinning (Claim 
2) or an electroconducting fiber (Claim 5). 
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30. With regard to Claims 2 and 5, Senecal discloses a process wherein composite 
fibers containing polymer materials and carbon nanotubes are formed via electrostatic 
spinning, providing inherent conductivity in the composite fiber (Senecal, "Abstract;" p. 
3, 0027). 

31 . Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fibers of the aforementioned prior art with the process of Senecal in order to 
process the composite into conductive fibers. 

32. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicants' admitted prior art as applied 
to Claim 1 above, and further in view of Smalley et al. (US 2003/01 701 66 Al ). 

33. The aforementioned applied art does not explicitly disclose a biomedical device 
(Claim 3). 

34. With regard to Claim 3, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the carbon nanotube 
composite materials can be applied in biologically-compatible devices that are 
implanted into living organisms (Smalley, p. 6, 0047). 

35. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art for use in the biomedical device of 
Smalley because one of ordinary skill in the art could have pursued the known potential 
intended uses within his or her technical grasp with a reasonable expectation of 
success. 
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36. Claims 6 and 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Glatkowski et al. (US 6,265,466 B1) in view of Applicants' admitted prior art and 
Senecal et al. (US 2001/0045547 Al). 

37. With regard to Claim 6, Glatkowski discloses the formation of composite fibers 
containing 0.001 to 15 wt% carbon nanotubes and crystalline polymeric materials 
including natural and synthetic polymers, as well as polymehc materials of plant, animal, 
or microbial origin (Glatkowski, c. 3, 1. 5-57 and 62-67; c. 4, 1. 1-2). Glatkowski further 
teaches the composites may be formed into fibers via conventional processing methods 
(c. 4, 1. 19-22). 

38. Glatkowski does not explicitly disclose spider or silkworm silk being electrospun 
from a silk solution comprising approximately 8% to about 20% by weight of the spider 
silk or silkworm silk (Claim 6); a blast or ballistic protection device (Claim 8); or an 
electroconducting fiber (Claim 9). 

39. With regard to Claim 6, spider silk is a crystalline polymeric material of animal 
origin. Further, spider silk is a well-known high strength polymeric material in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

40. With regard to Claim 8, blast or ballistic protection devices are merely known 
uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 
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41 . Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Glatkowski with the spider silk and intended use of Applicants' 
admitted prior art because one of ordinary skill in the art could have pursued the known 
potential fiber and intended use options within his or her technical grasp with a 
reasonable expectation of success. 

42. With regard to Claims 6 and 9, Senecal discloses a process wherein composite 
fibers containing polymer materials and carbon nanotubes are formed via electrostatic 
spinning, providing inherent conductivity in the composite fiber (Senecal, "Abstract;" p. 
3, 0027). 

43. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fibers of the aforementioned prior art with the process of Senecal in order to 
process the composite into conductive fibers. 

44. With regard to the spider or silkworm silk weight percentage range of Claim 6, an 
expected component amount is a result effective variable since one of ordinary skill In 
the art would expect different properties in the product as such amount varies. Since 
the component amount is a result effective variable, it is within the ordinary skill of one 
of ordinary skill in the art to develop a suitable spider or silkworm silk weight 
percentage. In re Boesch . 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

45. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Glatkowski et al. (US 6,265,466 B1) in view of Applicants' admitted prior art as applied 
to Claim 6 above, and further in view of Smalley et al. (US 2003/0170166 Al). 
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46. The aforementioned applied art does not explicitly disclose a biomedical device 
(Claim 7). 

47. With regard to Claim 7, Smalley discloses carbon nanotubes as possible 
strengthening reinforcement in composite materials, wherein the carbon nanotube 
composite materials can be applied in biologically-compatible devices that are 
Implanted Into living organisms (Smalley, p. 6, 0047). 

48. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of the aforementioned prior art for use in the biomedical device of 

Smalley because one of ordinary skill in the art could have pursued the known potential 
Intended use options within his or her technical grasp with a reasonable expectation of 
success. 

49. Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
GlatkowskI et al. (US 6,265,466 B1) in view of Applicants' admitted prior art and 
Smalley et al. (US 2003/0170166 Al). 

50. With regard to Claim 10, GlatkowskI discloses the formation of composite fibers 
containing carbon nanotubes and crystalline polymeric materials Including natural and 
synthetic polymers, as well as polymeric materials of plant, animal, or microbial origin 
(GlatkowskI, c. 3, 1. 5-57 and 62-67; c. 4, 1. 1-2). GlatkowskI further teaches the 
composites may be formed into fibers via conventional processing methods and 
methods/techniques for incorporation of nanotubes into a polymer may be used (c. 4, 1. 
19-25). 
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51 . Glatkowski does not explicitly disclose a surfactant or dispersion agent (Claim 
10); spider or silkworm silk (Claim 10); a biomedical device (Claim 11); a blast or 
ballistic protection device (Claim 12); or an electroconducting fiber (Claim 13). 

52. With regard to Claim 10, spider silk is a crystalline polymeric material of animal 
origin. Further, spider silk is a well-known high strength polymeric material in the art, as 
evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 0004- 
0006). 

53. With regard to Claim 12, blast or ballistic protection devices are merely known 

uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 

54. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Glatkowski with the spider silk and intended use of Applicants' 
admitted prior art because one of ordinary skill in the art could have pursued the known 
potential fiber and intended use options within his or her technical grasp with a 
reasonable expectation of success. 

55. With regard to Claim 10, Smalley discloses surfactants and dispersing agents 
used in the dispersion of carbon nanotubes in polymeric materials (Smalley, p. 6, 0045). 

56. With regard to Claims 11 and 13, Smalley discloses carbon nanotubes as 
possible strengthening reinforcement in composite materials, wherein the carbon 
nanotube composite materials can be applied in biologically-compatible devices that are 
implanted into living organisms (Smalley, p. 6, 0047) and wherein the "intrinsic 
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electronic properties" of tlie carbon nanotubes make them electrical conductors 
(Smalley, p. 1 , 0006; p. 7, 0047-0048). Thus, it would have been obvious to one of 
ordinary skill in the art to modify the composite fiber of the aforementioned prior art with 
the surfactant/dispersion agent and potential uses of Smalley because one of ordinary 
skill in the art could have pursued the known potential options for maximizing process 
efficiency and the known potential intended uses within his or her technical grasp with a 
reasonable expectation of success. Further, the presence of electroconductivity as 
taught by Smalley in the composite fiber of the aforementioned prior art would have 
been obvious to one of ordinary skill in the art. 

57. Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldstein (US 6,126,888) in view of Applicants' admitted prior art and Smalley et al. (US 
2003/0170166 Al). 

58. With regard to Claim 10, Goldstein discloses a fiber yarn may be prepared by 
mixing organic fibers such as rayon, silk, and KEVLAR with carbon nanotubes to form a 
composite yarn or fiber (Goldstein, c. 5, 1. 33-36). 

59. Goldstein does not explicitly disclose a surfactant or dispersion agent (Claim 10); 
spider or silkworm silk (Claim 10); a biomedical device (Claim 11); or a blast or ballistic 
protection device (Claim 12); or an electroconducting fiber (Claim 13). 

60. With regard to Claim 10, spider silk is a well-known high strength silk in the art, 
as evidenced by the admitted prior art disclosed in the instant specification (S. p. 1 , 
0004-0006). 
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61 . With regard to Claim 12, blast or ballistic protection devices are merely known 
uses of silk fibers, as evidenced by the admitted prior art disclosed in the instant 
specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not seen 
to limit the fiber itself. 

62. Thus, it would have been obvious to one of ordinary skill in the art to modify the 
composite fiber of Goldstein with the spider silk and intended use of Applicants' 
admitted prior art because one of ordinary skill in the art could have pursued the known 
potential fiber and intended use options within his or her technical grasp with a 
reasonable expectation of success. 

63. With regard to Claim 10, Smalley discloses surfactants and dispersing agents 
used in the dispersion of carbon nanotubes in polymeric materials (Smalley, p. 6, 0045). 

64. With regard to Claims 11 and 13, Smalley discloses carbon nanotubes as 
possible strengthening reinforcement in composite materials, wherein the carbon 
nanotube composite materials can be applied in biologically-compatible devices that are 
implanted into living organisms (Smalley, p. 6, 0047) and wherein the "intrinsic 
electronic properties" of the carbon nanotubes make them electrical conductors 
(Smalley, p. 1 , 0006; p. 7, 0047-0048). Thus, it would have been obvious to one of 
ordinary skill in the art to modify the composite fiber of the aforementioned prior art with 
the surfactant/dispersion agent and potential uses of Smalley because one of ordinary 
skill in the art could have pursued the known potential options for maximizing process 
efficiency and the known potential intended uses within his or her technical grasp with a 
reasonable expectation of success. Further, the presence of electroconductivity as 
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taught by Smalley in the composite fiber of the aforementioned prior art would have 
been obvious to one of ordinary skill in the art. 

Response to Amendments 

Applicants' amendments filed October 7, 2008, with respect to the Specification 
and Claims have been fully considered and are accepted. The objections to the 
Specification, filed May 7, 2008, have been withdrawn. 

Response to Arguments 

65. Applicants' arguments filed October 7, 2008, with respect to the rejection of 
Claims 1-5 under 35 U.S.C. 103(a) as being unpatentable over Gould (Applicants' 
response, 10/7/08, p. 8-10) have been fully considered but they are not persuasive. In 
particular, Applicants' argument regarding the validity of Gould as a prior art reference is 
not persuasive. "The term "others" in 35 U.S.C. 1 02(a) refers to any entity which is 
different from the inventive entity. The entity need only differ by one person to be "by 
others." This holds true for all types of references eligible as prior art under 35 U.S.C. 
102(a) including publications as well as public knowledge and use. Any other 
interpretation of 35 U.S.C. 102(a) "would negate the one year [grace] period afforded 
under § 102(b)." In re Katz, 687 F.2d 450, 215 USPQ 14 (CCPA 1982)." See MPEP 
2132.01(111). Further, Gould was used in its entirety and the reference to Dr. Frank Ko 
does not constitute the entirety of the reference which is attributed to another. 
Acknowledgment is made of Applicants' argument that Gould does not disclose carbon 
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nanotubes (Applicants' response, 10/7/08, p. 9). However, Gould discloses 
nanocomposite fibrils produced when a polymer solution containing nanoparticles and 
spider silk protein undergo electrostatic spinning. Gould further discloses altering the 
electronic, magnetic, biological, and structural functions of the nanocomposite fibers via 
utilization of different types and amounts of nanoparticles (Gould, p. 47, 5"^ paragraph). 
Carbon nanotubes are a well-known nanoparticle in the art, and it would have been 
obvious to one of ordinary skill in the art to modify the nanoparticle taught by Gould with 
carbon nanotubes because one of ordinary skill in the art could have pursued the known 
potential nanoparticle options within his or her technical grasp with a reasonable 
expectation of success. In response to Applicants' argument that the examiner's 
conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1 971 ). In response to Applicants' argument that the references fail to show certain 
features of Applicants' invention, it is noted that the features upon which Applicants rely 
(i.e., synthetic fibril component weight percentages (Applicants' response, 10/7/08, p. 
10)) were not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). In any event. 
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an expected component amount is a result effective variable since one of ordinary skill 
in the art would expect different properties in the product as such amount varies. Since 
the component amount is a result effective variable, it is within the ordinary skill of one 
of ordinary skill in the art to develop suitable synthetic fibril component weight 
percentages. In re Boesch , 617 F.2d 272, 205 USPQ 215 (CCPA 1980). This 
argument is moot in view of the new ground(s) of rejection. 
66. Applicants' arguments filed October 7, 2008, with respect to the rejection of 
Claims 1 and 4 under 35 U.S.C. 103(a) as being unpatentable over Goldstein in view of 
Applicants' admitted prior art and the rejection of Claims 3 and 5 under 35 U.S.C. 
103(a) as being unpatentable over Goldstein in view of Applicants' admitted prior art 
and further in view of Smalley have been fully considered but they are not persuasive 
(Applicants' response, 10/7/08, p. 11-13). Acknowledgment is made of Applicants' 
argument that Goldstein does not disclose spider or silkworm silk or a blast or ballistic 
protection device (Applicants' response, 10/7/08, p. 11-12). However, Goldstein 
discloses a fiber yarn may be prepared by mixing organic fibers such as rayon, silk, and 
KEVLAR with carbon nanotubes to form a composite yarn or fiber (Goldstein, c. 5, 1. 33- 
36). Spider silk is a well-known high strength silk in the art, as evidenced by the 
admitted prior art disclosed in the instant specification (S. p. 1 , 0004-0006). Blast and 
ballistic protection devices are merely known uses of silk fibers, as evidenced by the 
admitted prior art disclosed in the instant specification (S. p. 1, 0005-0006). The 
intended use of the composite fiber is not seen to limit the fiber itself. Thus, it would 
have been obvious to one of ordinary skill in the art to modify the composite fiber of 
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Goldstein with the spider silk and intended use of Applicants' admitted prior art because 
one of ordinary skill in the art could have pursued the known potential fiber and intended 
use options within his or her technical grasp with a reasonable expectation of success. 
67. In response to Applicants' argument that one of ordinary skill in the art would not 
have been motivated to modify the composite fiber of Goldstein with spider silk based 
upon its recognized properties as a wonder fiber for its unique combination of high 
strength and rupture elongation (Applicants' response, 10/7/08, p. 12), the examiner 
recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art. See In re Fine, 
837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. CIr. 1992). In this case, Goldstein discloses a fiber yarn may be 
prepared by mixing organic fibers such as rayon, silk, and KEVLAR with carbon 
nanotubes to form a composite yarn or fiber (Goldstein, c. 5, 1. 33-36). Spider silk is a 
well-known high strength silk in the art, as evidenced by the admitted prior art disclosed 
In the Instant specification (S. p. 1 , 0004-0006). It would have been obvious to one of 
ordinary skill In the art to modify the composite fiber of Goldstein with the spider silk of 
Applicants' admitted prior art because one of ordinary skill in the art could have pursued 
the known potential fiber options within his or her technical grasp with a reasonable 
expectation of success. Further, it is noted that the examiner did not use spider silk's 
"recognized properties as a wonder fiber for its unique combination of high strength and 
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rupture elongation" (Applicants' response, 10/7/08, p. 12) as a basis for motivation to 
combine references. 

68. In response to Applicants' argument that the rupture elongation properties of 
spider silk would not be a motivation to incorporate the fiber into the gas mantles and 
ceramic structure of Goldstein (Applicants' response, 10/7/08, p. 12), it is noted that the 
examiner did not use the rupture elongation properties of spider silk as a motivation to 
combine references. Further, the rejection is based on a combination of references. 
The disclosure of a reference is not limited to its explicit teachings; rather, references 
are looked at in view of what their combination may reasonably suggest. In any event, 
the intended use of the composite fiber is not seen to limit the fiber itself. 

69. In response to Applicants' argument that Smalley does not remedy the 
deficiencies in the combined teachings of Goldstein and Applicants' admitted prior art 
since Smalley does not teach or suggest combining spider or silkworm silk with carbon 
nanotubes (Applicants' response, 10/7/08, p. 12), it is noted that the examiner did not 
use Smalley to remedy the aforementioned deficiencies nor to explicitly teach 
combining spider or silkworm silk with carbon nanotubes. Smalley discloses carbon 
nanotubes as possible strengthening reinforcement in composite materials, wherein the 
carbon nanotube composite materials can be applied in biologically-compatible devices 
that are implanted into living organisms (Smalley, p. 6, 0047) and wherein the "intrinsic 
electronic properties" of the carbon nanotubes make them electrical conductors 
(Smalley, p. 1 , 0006; p. 7, 0047-0048). Thus, it would have been obvious to one of 
ordinary skill in the art to modify the composite fiber of the aforementioned prior art for 
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use in the bionneclical device of Smalley because one of ordinary skill in the art could 
have pursued the known potential intended use options within his or her technical grasp 
with a reasonable expectation of success. Further, the presence of electroconductivity 
as taught by Smalley in the composite fiber of the aforementioned prior art would have 
been obvious to one of ordinary skill in the art. 

70. In response to Applicants' argument that the references fail to show certain 
features of Applicants' invention, it is noted that the features upon which Applicants rely 
(i.e., synthetic fibril component weight percentages (Applicants' response, 10/7/08, p. 
13)) were not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). In any event, 
Glatkowski discloses the formation of composite fibers containing 0.001 to 15 wt% 
carbon nanotubes and crystalline polymeric materials including natural and synthetic 
polymers, as well as polymeric materials of plant, animal, or microbial origin 
(Glatkowski, c. 3, 1. 5-57 and 62-67; c. 4, 1. 1-2). Further, an expected component 
amount is a result effective variable since one of ordinary skill in the art would expect 
different properties in the product as such amount varies. Since the component amount 
is a result effective variable, it is within the ordinary skill of one of ordinary skill in the art 
to develop suitable synthetic fibril component weight percentages. In re Boesch . 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). This argument is moot in view of the new 
ground(s) of rejection. 
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71 . Applicants' arguments filed October 7, 2008, with respect to the rejection of 
Claims 1 and 4 under 35 U.S.C. 103(a) as being unpatentable over Glatowski in view 
of Applicants' admitted prior art, the rejection of Claims 2 and 5 under 35 U.S.C. 103(a) 
as being unpatentable over Glatowski in view of Applicants' admitted prior art and 
further in view of Senecal, and the rejection of Claim 3 under 35 U.S.C. 103(a) as being 
unpatentable over Glatowski in view of Applicants' admitted prior art and further in view 
of Smalley have been fully considered but they are not persuasive (Applicants' 
response, 10/7/08, p. 14-17). Acknowledgment is made of Applicants' argument that 
Glatowski does not disclose spider or silkworm silk or a blast or ballistic protection 
device (Applicants' response, 10/7/08, p. 14-15). However, Glatkowski discloses the 
formation of composite fibers containing polymeric materials including natural and 
synthetic polymers, as well as polymeric materials of plant, animal, or microbial origin 
(Glatkowski, c. 3, 1. 5-57). Glatkowski further teaches the composites may be formed 
into fibers via conventional processing methods (c. 4, 1. 19-22). Spider silk is a 
polymeric material of animal origin. Further, spider silk is a well-known high strength 
polymeric material in the art, as evidenced by the admitted prior art disclosed in the 
instant specification (S. p. 1 , 0004-0006). Blast and ballistic protection devices are 
merely known uses of silk fibers, as evidenced by the admitted prior art disclosed in the 
instant specification (S. p. 1, 0005-0006). The intended use of the composite fiber is not 
seen to limit the fiber itself. Thus, it would have been obvious to one of ordinary skill in 
the art to modify the composite fiber of Glatkowski with the spider silk and intended use 
of Applicants' admitted prior art because one of ordinary skill in the art could have 
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pursued the known potential fiber and intended use options within his or her technical 
grasp with a reasonable expectation of success. 

72. In response to Applicants' argument that one of ordinary skill in the art would not 
have been motivated to modify the composite fiber of Glatowski with spider silk based 
upon its recognized properties as a wonder fiber for Its unique combination of high 
strength and rupture elongation (Applicants' response, 10/7/08, p. 15), the examiner 
recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either In the references themselves 
or In the knowledge generally available to one of ordinary skill in the art. See In re Fine, 
837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 
USPQ2d 1941 (Fed. Cir. 1992). In this case, Glatkowski discloses the formation of 
composite fibers containing polymeric materials Including natural and synthetic 
polymers, as well as polymeric materials of plant, animal, or microbial origin 
(Glatkowski, c. 3, 1. 5-57). Glatkowski further teaches the composites may be formed 
into fibers via conventional processing methods (c. 4, 1. 19-22). Spider silk is a 
polymeric material of animal origin. Further, spider silk Is a well-known high strength 
polymeric material In the art, as evidenced by the admitted prior art disclosed In the 
Instant specification (S. p. 1 , 0004-0006). It would have been obvious to one of ordinary 
skill in the art to modify the composite fiber of Glatkowski with the spider silk of 
Applicants' admitted prior art because one of ordinary skill in the art could have pursued 
the known potential fiber options within his or her technical grasp with a reasonable 
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expectation of success. Further, it is noted that the examiner did not use spider sill<'s 
"recognized properties as a wonder fiber for its unique combination of high strength and 
rupture elongation" (Applicants' response, 10/7/08, p. 15) as a basis for motivation to 
combine references. 

73. In response to Applicants' argument that the rupture elongation properties of 
spider silk would not be a motivation to incorporate the fiber into the electromagnetic 
shielding composites of Glatkowski (Applicants' response, 10/7/08, p. 15), it is noted 
that the examiner did not use the rupture elongation properties of spider silk as a 
motivation to combine references. Further, the rejection is based on a combination of 
references. The disclosure of a reference is not limited to its explicit teachings; rather, 
references are looked at in view of what their combination may reasonably suggest. In 
any event, the intended use of the composite fiber is not seen to limit the fiber itself. 

74. In response to Applicants' argument that neither Senecal nor Smalley remedy the 
deficiencies in the combined teachings of Glatkowski and Applicants' admitted prior art 
since neither Senecal nor Smalley teach or suggest combining spider or silkworm silk 
with carbon nanotubes (Applicants' response, 10/7/08, p. 15), it is noted that the 
examiner did not use Senecal nor Smalley to remedy the aforementioned deficiencies 
nor to explicitly teach combining spider or silkworm silk with carbon nanotubes. Smalley 
discloses carbon nanotubes as possible strengthening reinforcement in composite 
materials, wherein the carbon nanotube composite materials can be applied in 
biologically-compatible devices that are implanted into living organisms (Smalley, p. 6, 
0047) and wherein the "intrinsic electronic properties" of the carbon nanotubes make 
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them electrical conductors (Smalley, p. 1 , 0006; p. 7, 0047-0048). Thus, it would have 
been obvious to one of ordinary skill in the art to modify the composite fiber of the 
aforementioned prior art for use in the biomedical device of Smalley because one of 
ordinary skill in the art could have pursued the known potential intended use options 
within his or her technical grasp with a reasonable expectation of success. Further, the 
presence of electroconductivity as taught by Smalley in the composite fiber of the 
aforementioned prior art would have been obvious to one of ordinary skill in the art. 
Senecal discloses a process wherein composite fibers containing polymer materials and 
carbon nanotubes are formed via electrostatic spinning, providing inherent conductivity 
in the composite fiber (Senecal, "Abstract;" p. 3, 0027). Thus, it would have been 
obvious to one of ordinary skill in the art to modify the composite fibers of the 
aforementioned prior art with the process of Senecal in order to process the composite 
into conductive fibers. 

75. In response to Applicants' argument that the references fail to show certain 
features of Applicants' invention, it is noted that the features upon which Applicants rely 
(i.e., synthetic fibril component weight percentages (Applicants' response, 10/7/08, p. 
1 6)) were not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). In any event, 
Glatkowski discloses the formation of composite fibers containing 0.001 to 15 wt% 
carbon nanotubes and crystalline polymeric materials including natural and synthetic 
polymers, as well as polymeric materials of plant, animal, or microbial origin 
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(Glatkowski, c. 3, 1. 5-57 and 62-67; c. 4, 1. 1-2). Further, an expected component 
amount is a result effective variable since one of ordinary skill in the art would expect 
different properties in the product as such amount varies. Since the component amount 
is a result effective variable, it is within the ordinary skill of one of ordinary skill in the art 
to develop suitable synthetic fibril component weight percentages. In re Boesch , 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). This argument is moot in view of the new 
ground(s) of rejection. 

Conclusion 

1 . Applicants' amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicants are reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to BRITTANY M. MARTINEZ whose telephone number is 
(571) 270-3586. The examiner can normally be reached Monday-Friday 9:00AM- 
5:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://palr-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Wayne Langel/ 

Primary Examiner, Art Unit 1793 
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/Brittany M Martinez/ 
Examiner, Art Unit 1793 



